UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

DUNN
Mai | ed: Novenber 17, 2005

Qpposition No. 91165024
M chael J. Bullinger
V.

Seven Gabl es CGutters, Inc.

Before Hol t znman, Rogers, and Drost, Adm nistrative Trademark
Judges.

By the Board:

On April 27, 2005, Mchael J. Bullinger filed a notice
of opposition to application Serial Nos. 78313918 and
78313948 of Seven Gables Gutters, Inc.' COpposer inplies in
its opposition that the simlarity of the involved marks and
goods and services would be likely to cause confusion if the
mar ks were used for these goods and services in the sane
| ocations; that although applicant has priority of use, its

use has been limted to the state of Georgia; that opposer's

! The Board incorrectly instituted this opposition only

agai nst application Serial No. 78313918. Application Serial No.
78313948 issued as a registration on Septenber 6, 2005. Ofice
records will be corrected to reflect that this opposition

i nvol ves both applications, and the registration will be

cancel l ed, and Application Serial No. 78313948 will be restored
to pending application status. The Board regrets the error.
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first use predates the filing dates of applicant's
applications; and that opposer has a pending application for
a concurrent use registration listing applicant, its use in
Ceorgia, and the opposed applications as the only exception
to opposer’s exclusive right to use its mark in the United
States (application Serial No. 78315365). Also, while
opposer does not claimuse throughout the United States, it
inplies an intent to expand its use throughout the United
States except for the state of Georgia.

Ceographic limtations to trademark applications and
registrations will be considered and determ ned by the
Trademark Trial and Appeal Board only in the context of a
concurrent use proceeding. See Trademark Rule 2.133(c).
| nasnmuch as the notice of opposition is based on allegations
that applicant is not entitled to unrestricted registrations
in the absence of a geographic restriction, these geographic
[imtations should be considered in a concurrent use
proceedi ng between these parties.

On July 5, 2005, opposer’s concurrent use application
Serial No. 78315365 listing Seven Gables CGutters, Inc.’s
application Serial Nos. 78313918 and 78313948 as the only
exceptions to its exclusive use was published for
opposition. The applications involved in a concurrent use
proceedi ng i nclude the concurrent use application and any

conflicting unrestricted applications which are identified
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in the concurrent use application as being owed by a person
listed as an exception to the concurrent applicant's claim
of ot herw se excl usive use, and which have a filing date
prior to the filing date of the concurrent use application.
TBMP 81104 (2d ed. rev. 2004). |If any application
identified in the concurrent use application has been
published in the Oficial Gazette but has not yet cleared

t he opposition period, the concurrent use proceeding wll be
instituted, with the owner of that application being

i ncluded as a common | aw user, rather than as an applicant.
TBMP 81104 (2d ed. rev. 2004). The Board does not determ ne
the right to registration of a party that is included in the
proceedi ng only as a comon | aw concurrent user.

In sum an opposition is not the appropriate forumfor
deci ding the geographic restrictions inplied in the notice
of opposition, and so |long as the opposition is pending, the
applications of Seven Gables CGutters, Inc. cannot be
included in the concurrent use proceedi ng based on
Bul l i nger’s concurrent use application.

Accordi ngly, inasmuch as the issues set forth in the
pl eadings in this opposition are duplicative of the issues
to be determned in the concurrent use proceeding to be

instituted between these parties by virtue of the pending
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concurrent use application filed by opposer? and inasmuch
as dismssal of this opposition will allow the Board to
i ncl ude Seven Gables CQutters, Inc. as an applicant and not
as a common | aw user in the concurrent use proceeding, this
opposition is hereby dism ssed.

The di sm ssal of the opposition will not result in the
i ssuance of application Serial Nos. 78313918 and 78313948 as
registrations. Application Serial Nos. 78313918 and
78313948 will remain in pending application status until the
concl usion of the concurrent use proceeding. |In the
concurrent use proceedi ng based on Bullinger’s concurrent
use application, the Board will determ ne whether either
party is entitled to a concurrent use registration and, if
so, the extent of its territory. TBMP 81108 (2d ed. rev.
2004). The Board enphasi zes that the dism ssal does not
i nvol ve a decision on the nerits of the opposition. Rather,
as a procedural matter, this dism ssal is based on our
finding that the rights of the parties will be nore
appropriately determned in a concurrent use proceeding. In

such proceedi ng, Seven Gables CGutters, Inc. is free to argue

2 Appl i cant has opposed the concurrent use application of
opposer. In a separate order, the Board has disni ssed that
opposition and instituted a concurrent use proceeding. In that

proceeding, applicant is free to argue that opposer is entitled
to anorelinmted territory than that which opposer seeks by its
concurrent use application or even that opposer is entitled to
not hing. TBMP 81108 (2d ed. rev. 2004).
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any substantive ground for refusal of Bullinger's

appl i cation.
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